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IXI Responsive to communication(s) filed on 16 Dec 1997 . 

Kl This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, fronn the nnailing date of this connnnunication. Failure to respond within the period for response will cause the 
application to beconne abandoned. (35 U.S.C. § 133). Extensions of tinne may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-28 



is/are pending in the application. 



Of the above, claim (s) 1-12 and 21-28 
□ Claim{s) 



Kl Claim{s) 13-20 

□ Claim{s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing{s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved Qisapproved. 

□ The specification Is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* QNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue, 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

unobviousness. 



2. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Liddle in 
view of Palcher. 

See the previous Office action. 



3, Claims 15-20 rejected under 35 U.S.C. 103(a) as being unpatentable over Liddle in view 
of Palcher, as applied to claims 13 and 14 above, and further in view of Bright et al. 
See the previous Office action. 
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4, Applicant's arguments filed 12/16/97 have been fully considered but they are not 
persuasive. 

In response to appUcant's argument that the examiner's conclusion of obviousness is based 
upon improper hindsight reasoning, it must be recognized that any judgment on obviousness is in 
a sense necessarily a reconstruction based upon hindsight reasoning. But so long as it takes into 
account only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's disclosure, 
such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 
(CCPA 1971). 

Applicant further argues that Liddle is directed to treatment of non-porous surfaces only, 
while Palcher omits sufonic acid from the treating solution. The argument is not persuasive 
because the instant claims make no reference to whether a porous or non-porous material is 
treated, and one of ordinary skill in the art would have reasonably expected the significantly 
similar treatment compositions of Liddle and Palcher to be effective on both types of materials, 
i.e. glass and plastic as per the teaching of Liddle and rubber as per the teaching of Palcher. 

Applicant further argues that Liddle teaches application of a reaction product rather than 
the individual components. However, a close reading of the disclosure of Liddle at column 3, 
lines 50-58, reveals the teaching that both the individual components and reaction products 
(emphasis added) are present in the treating composition. 
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Applicant further argues that the prior art teaches application of the acid for a different 
resuh. The argument is not persuasive because the treating composition contains the presently 
claimed components and, therefore, the claimed results would have been inherent to the prior art 
treatment procedure. 

The remainder of Applicant's arguments assert the prior art as lacking suflBcient 
motivation to combine the teachings. However, it is noted that only a reasonable expectation of 
success is needed to establish suflBcient motivation. In this case, one of ordinary skill would have 
reasonably expected the significantly similar compositions of Liddle and Palcher to provide the 
disclosed treatment eflfects on both types of materials, 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this OflBce 
action. Accordingly, THIS ACTION IS MADE FINAL, See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.1 3 6(a) will be calculated from the mailing date of the advisory action. In no event. 
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Art Unit: 1313 

however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

6, This application contains claims 1-12 and 21-28 drawn to an invention nonelected with 
traverse in Paper No. 4. A complete reply to the final rejection must include cancelation of 
nonelected claims or other appropriate action (37 CFR 1.144) See MPEP § 821.01. 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jeflfrey R. Snay whose telephone number is (703) 308-4032. 




JEFFREY SMAY 
PRIMARY EXAMINER 
GROUP 1300 
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March 11, 1998 



